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the finality of the rejection is therefore premature. In particular, applicants note that the 
present prosecution record is deficient for at least die following reasons. 

1) The rejections in the prior ofBce action were unclear, but the oflBce action simply 
incorporates them by reference without clarifying the rejections. The Examiner has 
somewhat clarified the Examiner's position in numbered paragraph 5 of the fmal office 
action, but numbered paragraph 5 does not form any part of the rejections of record. If 
the Examiner is relying on any portion of numbered paragraph 5 to sustain the rejections, 
applicants respectfijlly request that the rejections be re-stated with the Exaininer*s formal 
position. In order to have a clear record for appeal, applicants are entitled to a new office 
action which sets forth the Examiner's formal position. Alternatively, applicants 
respectfiilly request that any subsequent cosamimication fix>m ttie Examiner positively 
states that the Examiner is relying solely on the rejections as set forth in the office action 
mailed August 11, 2004. 

2) The office action repeats the rejection of claims 1 1-20 under 35 U.S.C. § 103(a) 
without considering the amendment made to claim 12. In the prior action, the rejection 
was made under § 103 because of some claim language that has been canceled from 
claim 12. Accordmgly, it appears that the rejection, if maintained, should be made under 
§ 102. In any event, the Examiner's position is unclear. In order to have a clear record 
for appeal, applicants are entitled to a new office action which sets forth the correct 
rejection, along with the Examiner's formal position. Alternatively, applicants 
respectfijlly request that any subsequent communication firom the Examiner positively 
states that the Examiner is relying solely on the rejections as set forth in the office action 
mailed August 11, 2004. 

3) The Examiner is required to answer aU traversals. MPEP § 707.07(f) provides 
that "[wlhere the applicant traverses any rejection, the examiner should, if he or she 
repeats the rejection, take note of the applicant's argument and answer the substance of 
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it'* Accoidingly, the Examiner should have responded to tiie substance of all of 
applicants* prior arguments. In particular, the Examiner foiled to respond the substance 
of applicants^ arguments regarding: 

a) there is no supporting description of Fig. 6 or elsewhere in Chen vMch 
describes the walls 34 contacting the card 102; 

b) fliiat the card 1 02 does not protrude suflSlciendy beyond the walls 34 to even 
involve lateral flexing of the card 102; 

c) that in the more detailed Figs. 7A-7D and lOA, it is clear Aat the walls 34 
provide clearance for the card 1 02, but do not contact the side surfaces of the card 102; 

d) that Figs. 7A-7D are the more detailed views of Fig. 6; and 

e) that Figs. 7A-7D and lOA show substantial clearance between the walls 34 and 
the card 102. 

In order to have a clear record for appeal, applicants are entitled to a new ofiRce action 
which sets forth die Examiner's formal position for each of the above arguments. 

4) MPEP § 2141.02 sets forth that "[p]rior art must be considered in its entirety, 
including disclosures that teach away from the claims." Applicants submit that Figs. 7A 
through 7D of Chen teach away from the claims, particularly any claim which recites that 
the guide contacts the card. The ofBce action does not set forth how the Examiner has 
considered this disclosure, if at all. Accordingly, the prosecution record is not clear. In 
order to have a clear record for appeal, ^)plicants are entitled to a new ofiBce action 
which sets forth the Examiner's formal consideiation of Chen's disclosure which teaches 
away from the claims. 

5) It now appears that the office action is relying on a theory of inherency. 
However, the prosecution record in imclear because the reliance on inherency is not 
stated in any rgection. The office action does not, despite applicants prior request for 
clarification, point out any express disclosure that the walls 34 m Chen inhibit any lateral 
movement of the card 102 in Chen (the newLy cited 'closed type space' in col. 1, lines 18- 



P17630 3 

PAGE 7/13 • RCVD AT 4/180009 8:04:00 PM [Eastern DayOgM Tbne] * SVRrUSPTOEFXRF-IM * D»a8:8729300 • C8ID:503 684 3249 • DURATION (inm-ss):09-38 



04/18/2005 17:07 FAX 503 684 3 245 BSTZ - LAKE OSWEGO BlOOS 

\ 

I 

10/689,789 

23 still lacks such express disclosure). Accordingly, applicants are left to presume that 
the Examiner is relying on some unstated theory of inherency. Applicants remind the 
Examiner that MPEP § 2112 states that "[t]he fact that a certain result or characteristic 
may occur or be present in the prior art is not sufiBcient to establish the inherency of that 
result or characteristic.'' Moreover, MPEP § 21 12 further states that "[i]n relying upon 
the theory of inherency, the examiner must provide a basis in feet and/or technical 
reasoning to reasonably siq)port the determination that the allegedly inherent 
characteristic necessarily flows from the teachings of the applied prior art" The office 
action does not meet the burdens set forth m MPEP § 2112 to establish inherency. 



In view of the foregoing, applicants respectfully request a new non-final action 
to make a complete and clear prosecution record for possible appeal. MPEP § 706 states 
that "[t]he goal of examination is to clearly articulate any rejection early in the 
prosecution process so that the applicant has the opportunity to provide evidence of 
patentability and otherwise reply completely at the earliest opportunity." Because the 
office action does not clearly set forth the Examiner's position with respect to numbered 
paragraphs 1 through 5 above, the applicants have been deprived of a fair opportunity to 
provide evidence or reply completely. Moreover, MPEP § 706.07 states that "[bjefore 
final rejection is in order a clear issue should be developed between the examiner and 
applicant'' Given all of the above-identified ambiguities in the oflBce action, no clear 
issue has yet developed between the examiner and the applicant, and many unclear issues 
remain outstanding. 



Regarding the substance of the rejection, applicants have litfle choice but to repeat 
the previous arguments and hope that the Examiner will answer the substance of these 
arguments. 

i 

Claim 1 recites, among odier things that the guide is adapted to inhibit lateral 
i miovement of the card. Claim 12 recites, among other things, inhibiting lateral movement 

of the card with tiie guide. Chen fails to teach or suggest this feature. 
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The oflBce action cites the walls 34 of the housing for allegedly corresponding to 
the recited guide, but only generally asserts, without citation to any supporting portion of 
Chen, that Chen discloses that the walls 34 are adapted to inhibit lateral movement of the 
card (1 02). However, this unsupported assertion is incorrect 

The walls 34 collectively fomi 4e housing 32 of the connector 100. But the walls 
34 do not inhibit lateral movement of the card 102. Applicants first note that the office 
action fails to identify any portion of Chen which describes the walls 34.inhibiting lateral 
movement of the card 102. It appears that the Examiner is relying solely on &e 
illustration in Fig. 6 to sustain the rejection. In order to clarify issues for appeal^ if the 
rejection is maintained, applicants respectfully request that in the next communication 
firom the Examiner, the Examiner: 

A) Admit that no text portion of Chen describes the recited inhibiting lateral 
movement of the card with the guide; OR 

B) Point out with particularity where the text of Chen provides such description. 

In any event, applicants can find no si^porting text in Chen describing any 
portion of the walls 34 inhibiting lateral movement of the card 102. With reference to 
Figs. 7A through 7D, and Fig. lOA of Chen, it appears that the slots in the walls 34 
provide a clearance for a short portion of tiie card 102 to protrude therethrough^ but the 
walls 34 do not even contact the card 102. Therefore, the walls 34 do not inhibit lateral 
\ movement of the card 1 02. Accordingly, neither the text description nor the drawings of 

Chen teach or suggest a guide adapted to inhibit lateral movement of the card, or as 
recited in claim 12, inhibiting lateral movement of the card with the guide. In order to 
clarify issues for appeal, if the rejection is maintained, applicants respectfully request that 
in the next communication fit>m the Examiner, the Examiner 

A) Admit that as illustrated in Figs. 7 A through 7D the walls 34 including the slot 
formed in the walls provide a clearance for tiie card 1 02; OR 
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B) Identify with particularity (e-g. an annotation on the drawings) where Figs, 
7A-7D contacts the card 102. 

In numbered paragraph 5 of the final office action, the Examiner argues 
essentially that Ae perspective view of Fig. 6 of applicants has some similarity to Chen's 
Fig- 6, and therefore Chen shov^^ ftat the walls 34 are adapted to inhibit lateral 
movement of the card 102. This is simply erroneous. The perspective view in both 
^licanf s specification and Chen are limited in their ability to communicate the more 
detailed description of their respective structures. This is of course why patent 
specifications include textual description of the figures and more detailed drawings 
views. It is the textual description of applicants' disclosure that describes how the guide 
44 inhibits lateral movement of the card 63. For example, paragraph 35 of applicants' 
specification describes that *the walls 44a and 44b of the guide 44 may contact one or 
more side surfaces of the card 63 to reduce the amount the card 63 may flex about the 
pivot point near the end of the connector 42/ In contrast, Chen provides no such 
description in connection with the walls 34 or the slot 24. Moreover, the more detailed 
views of Figs. 7A-7D contradict the Examiner's position. The description of the 
drawings, at col. 2, lines 47 - 62 of Chen, makes it clear that Figs. 7A-7D are the more 
detailed description of Fig. 6. 

Because Chen fails to teach or suggest a guide is adapted to inhibit lateral 
movement of the card, claim 1 is not anticipated by and is patentable over Chen. Claims 
2-11 depend from claim 1 and are likewise patentable. 

Because Chen fails to teach or suggest inhibiting lateral movement of the card 
with the guide, claim 12 is patentable over Chen. Claims 13-20 depend fi'om claim 12 
and are likewise patentable. 
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With respect to claims 2 and 13, Chen does not teach or suggest that the walls 34 
provide a side constraint for the card 102. Moreover, the card 102 does not protrude 
sufiGciently beyond the walls 34 to even involve lateral flexing of die card 102. 
Applicants note that Chen is not concerned widi and does not even mention lateral 
flexing of the card 102. In order to clarify issues for appeal, if the rejection is 
mamtained, applicants respectfully request that in the next communication from the 
Examiner, the Exammer: 

A) Admit that the card 102 in Chen does not protrude sufficiently beyond the 
walls to involve lateral flexing of the card 1 02; OR 

B) Identify wifli particularity where such lateral flexing is discussed and explain 
bow the unpopulated short sections of the card 102 might cause problems with 
lateral flexing. 

With respect to claims 3 and 14, the walls 34 do not contact the card 102. 
Applicants note that the relied upon Fig. 6 is a perspective view which does not provide 
sufficient detail to determine whether or not the walls 34 contact the card 102. However, 
there is no supporting description of Fig. 6 or elsewhere in Chen which describes the 
walls 34 contacting the card 102. Upon review of the more detailed Figs, 7A-7D and 
lOA, it is clear that the walls 34 provide clearance for the card 102, but do not contact the 
side surfaces of the card 102. In feet, the text description of Chen makes clear that Figs. 
7A-7D are the more detailed views of Fig. 6. The Examiner must also consider those 
portions of Chen which teach away from the claims. In order to clarify issues for appeal, 
if the rejection is maintamed, applicants respectfully request that in the next 
conununication from the Examiner, the Examinen 

; A) Admit that F^. 7A-7D are the more detailed views of Fig. 6; OR 

B) Explain the Examiner's position with respect to Figs. 7A-7D. 

I 

Wiih respect to claims 4 and 15, applicants note that Figs. 7A-7D and 1 OA show 
' substantial clearance between tiie walls 34 and the card 102. Accordingly, the walls 34 
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do not contact two opposed side surfeces of the card 102. In order to clarify issues for 
^peal, if the rejection is maintained, applicants respectftlly request that in Ihe next 
communication from the Examiner, the ^uuniner: 

A) Admit that Fig. 7A, as annotated below, shows substantial clearance between 
the walls 34 and the card 102; OR 




B) E;q)lain the Examiner's position with respect to how Figs. 7A-7D show the 
walls -34 contacting both sides qf the card 1 02. 



! 
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In view of the foregoing, favorable iwonsideralion and withdrawal of the 
rejections is respectfully requested. Early notification of the same is earnestly solicited. 
If there are any questions regarding the present appUcation, Ihe Examiner is invited to 
contact tiie undersigned attorney at the telephone number listed below. 

Respectfully submitted. 



April 18.2005 



Date 

Intel Americas, LF3 

4030 Lafayette Center Drive 

ChantiUy,VA 20151 



s/Paul E. Steiner/ 
Paul E. Steiner 
Reg. No. 41,326 
(703)633-6830 



11 I hereby certify Oiat fliis coiTCspondciice is being ftcsimile transmittBd totbe United States 
I Patent and Trademark Office at: 



SignatoTB 



Rachael Brown Datc^ 



I 
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